server is established by the consumer selecting a URL sent to the consumer in an email, and 
wherein the URL includes the unique identifier. 

55. (Amended) The methda of Claim 54, further comprising: 

searching one or more log fiLss generated by the web server for the unique identifier 
to determine consumer movement within one or more web sites accessible via the URL. 



56. (Amended) The method of Claim 55, wherein the one or more log files include 
information that defines consumer activity for one or more consumers, and wherein 
information that defines consumer activity for a particular consumer can be identified by the 
unique identifier for the particular consumer in association with the IP address. 
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REMARKS 

By virtue of this amendment, claims 1-6, 10-13, 15, 22-27, 31-34, 36 and 43-56 are 
amended to more particularly point out and distinctly claim Applicants' invention. Claims 
56-74 are canceled. No new matter is added. Thus, the claims as amended do not go beyond 
the scope of the disclosure in the application as filed. Support for the amended claims is 
provided on pages 1-24 and FIGS. 1-11 of the application. 

In the Office Action of December 5, 2001, the Examiner rejected pending claims 1-74 
under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent 5,724,521 ("Dedrick") in view 
of U.S. Patent 6,292,786 ("Deaton") and U.S. Patent 5,933,811 ("Angles"). 

Dedrick is directed towards a method and apparatus for storing and updating user 
profiles, preferably onto a portable medium, and transmitting customized information (e.g., 
ads, news articles, etc.) to users based on their particular profiles. Deaton is directed to a 
method of rewarding a shopper at the point-of-sale based on the shopper's profile, where the 
profile includes information collected from the shopper's past purchase transactions. Angles 
is directed towards a method of delivering customized advertisements to individuals based 
on profile information previously provided by the individuals during a registration process. 

The cited prior art references neither individually nor in combination disclose, teach, 
or suggest the features recited in claims 1-56, as amended. Particularly, cited references fail 
to disclose a method comprising: receiving a consumer request to access one or more web 
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sites, wherein the consumer request includes a web site address, sent to a consumer in an 
electronic mail message, and wherein the web site address includes a unique identifier for 
uniquely identifying the consumer. Further, the cited references neither individually nor in 
combination teach that the unique identifier is embedded in the web site address. The cited 
references also fail to teach parsing the web site address to find the unique identifier. The 
cited references further fail to teach logging the unique identifier in a log file, in association 
with information that defines consumer activity within said one or more web sites. 

With respect to the obviousness grounds of rejection in the Office Action of December 
5, 2001, Applicants respectfully traverse the rejection because a prima facie case of 
obviousness is not established. MPEP §2143 provides: 

"To establish a prima facie case of obviousness, three 
basic criteria must be met. First, there must be some 
suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in 
the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations/' 



law offices of 
far-hadian & associates 

1000 Put Ncwpon Drive 
Suite 406 
Newport Bead), CA 92660 

(310) 789 2100 



While the cited references teach the manipulation of user profiles in a computing 
environment, Applicants respectfully disagree that Dedrick, Deaton and Angles can be 
combined to teach the invention as claimed in claims 1-56. No portions of the cited 
references provide a suggestion or motivation for combining the references in a manner that 
would make the invention as recited in claims 1-56 obvious. It is well settled that the mere 
fact that references can be combined or modified does not render the resultant combination 
obvious unless the prior art also suggests the desirability of the combination. 1 

The Examiner has provided no reasons why it would be desirable to apply the 
teachings of Deaton or Angles to Dedrick. Since obviousness may not be established by 
hindsight reconstruction or conjecture, Applicants invite the Examiner to point out such 
suggestion to combine with specificity. 2 

Further, where the Examiner has based his rejection on "common knowledge" or 
"well known" prior art, Applicants respectfully request that the Examiner cite a reference or 



1 In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). 

2 ACS Hospital Systems, Inc. v. Monte/tore Hospital, 221 U.S.P.Q. 929,933 (Fed. Cir. 1984). 
M-7729US -13- 
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alternatively provide an affidavit in support of his rejection as required under MPEP 
§2144.03.3 

DRAWINGS 

Formal drawings are submitted to overcome the Draftspreson's objections under 37 
CFR1.84 or 1.152. 

Please feel free to f orward any questions and comments to the undersigned Attorney 
for Applicants or by calling 310-789-2100. Please also note that a Change of Address notice 
has been filed in this case. 



I hereby certify that this correspondence is being deposited 
with the United States Postal Service as First Class Mail in 
an envelope addressed to: Box Non-Fee Amendment, 
Assistant Commissioner for Patents, Washington, D.C. 
20231, 



on February 1 




Date of Signature 



Respectfully submitted, 



F. Jason Fa 
Attorney f| 
Reg. No. 4! 
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within the personal knowledge of the examiner ... the facts must be supported, when called for by the applicant, by an affidavit from the 
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ATTACHMENT A 
CLAIMS 

1. A method for electronically [sending promotional material based upon 
consumer tastes and preferences comprising the steps of] profiling consumer interests, the 
method comprising : 

embedding [providing] a unique identifier within a web site address, the unique 
identifier uniquely identifying a consumer; [to the consumer's electronic mail address;] 

[sending electronic mail to the consumer with the electronic mail address having the 
unique identifier, wherein the electronic mail includes a plurality of embedded Internet web 
site addresses with the unique identifier; 

accessing, by the consumer the plurality of embedded Internet web sites in response 
to the sent electronic mail, wherein the plurality of embedded web sites can be located on a 
plurality of web servers;] 

including the web site address in an electronic mail message sent to a consumer's 



computer, wherein the web site address provides access to one or more web sites; 

establishing a connection between the consumer's computer and the one or more web 



sites, in response to a consumer selecting a reference to the web site address included in the 
electronic mail message; 

receiving a consumer request to access the one or more web sites, wherein the 



consumer request includes the web site address in the electronic mail message; 

parsing the web site address in the consumer request to find the unique identifier; 

and 

tracking the consumer's movement within the one or more web sites by associating 
the unique identifier with information that defines consumer activity within said one or 



more web sites, [plurality of the accessed embedded Internet web sites; and 



sending promotional material to the consumer based upon the tracked consumer 
movement within the embedded Internet web sites.] 



2. (Amended) The method according to Claim 1, [further comprising the step of: 
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acquiring the consumer's email address.] wherein the act of tracking the consumer's 



movement within said one or more web sites comprises: 



storing in a log file the unique identifier in association with the information that 
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defines consumer activity; and 

extracting the information that defines consumer activity based on its association 
with the unique identifier to track consumer movement. 



address is acquired at the point of sale location.] the act of associating the unique identifier 
with information that defines consumer activity comprises: 

identifying an IP address used for establishing the connection between the 
consumer's computer and the one or more web sites, wherein the IP address is automatically 
lo gged in correspondence with the information that defines consumer activity; and 

associating the unique identifier with the IP address such that the information that 
defines consumer activity can be extracted based on the association between the IP address 
and the unique identifier. 

4. (Amended) The method according to Claim 2, wherein [the electronic mail 
address is acquired electronically.] the act of associating the unique identifier with 
information that defines consumer activity comprises: 

identifying connection or environment specific information related to the established 
connection between the consumer's computer and the one or more web sites, wherein the 
connection specific information is automatically logged in correspondence with the 
information that defines consumer activity; and 

associating the unique identifier with the connection specific information such that 
information that defines consumer activity can be extracted based on the association between 
the connection specific information and the unique identifier. 

5. (Amended) The method according to Claim 1, wherein the unique identifier 

[for the electronic mail address is an alphanumeric tag] identifies a consumer's electronic 
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3. 



(Amended) The method according to Claim 2, wherein [the electronic mail 





mail address. 



6. (Amended) The method according to Claim 1, wherein the [plurality of 
accessed Internet] one or more web sites include a plurality of links to other web pages that 



can be located at a plurality of web servers. 
7-9 (Unchanged) 

10. (Amended) The method according to Claim 1, wherein information about the 
consumer's movement within the [plurality of accessed embedded Internet] one or more web 
sites is stored in a log file. 

11. (Amended) The method according to Claim 10, wherein the log file includes 
the addresses of the [plurality of] one or more web sites [accessed by the consumer]. 

12. (Amended) The method of Claim 10, wherein the log file includes 
information regarding [the] number of times the consumer accesses a particular web site. 

13. (Amended) The method of Claim 10, wherein the log file includes 
information regarding any purchase the consumer makes while visiting the [accessed] one or 
more web site. 

14. (Unchanged) 

15. (Amended) The method according to Claim 10, further comprising [the steps 



1000 Park Newport Drive 
Suite 406 
Newport Bead), CA 92460 



of]: 
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developing a consumer master database based upon the log file; 



querying the master database; and 
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detennining consumer preferences. 
16-21 (Unchanged) 

22. (Amended) Computer executable process [steps] stored in a computer 
readable medium[, the process steps] for electronically profiling consumer interests [sending 
promotional material based upon consumer tastes and preferences] , the process [steps] 
comprising [of]: 

[providing] embedding a unique identifier [to the consumer's electronic mail 
address] within a web site address, the unique identifier uniquely identifying a consumer; 

establishing a connection between the consumer's computer and one or more web 
sites, in response to a consumer selecting a reference to the web site address; 

receiving a consumer request to access the one or more web sites, wherein the 



consumer request includes the web site address; 

parsing the web site address to find the unique identifier; and 

tracking the consumer's movement within the one or more web sites by associating 



the unique identifier with information that defines consumer activity within said one or 
more web sites. 



[sending electronic mail to the consumer with the electronic mail address having the 
unique identifier, wherein the electronic mail includes a plurality of embedded Internet web 
site addresses with the unique identifier; 

accessing, by the consumer the plurality of embedded Internet web sites in response 
to the sent electronic mail, wherein the plurality of embedded web sites can be located on a 
plurality of web servers; 

tracking the consumer's movement within the plurality of the accessed embedded 
Internet web sites; and 

sending promotional material to the consumer based upon the tracked consumer 
movement within the embedded Internet web sites.] 
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23. (Amended) 



Computer executable process [steps] according to Claim 22, 
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[further comprising the process step of] wherein the act of tracking consumer movement 
within said one or more web sites comprises: 

storing in a log file the unique identifier in association with the information that 



searching the log file for the unique identifier; and 

extracting the information that defines consumer activity based on its association 
with the unique identifier to track consumer movement. 

[acquiring the consumer email address.] 



24. (Amended) Computer executable process [steps] according to Claim 22, wherein 
the act of associating the unique identifier with information that defines consumer activity 



identifying an IP address used for establishing the connection between the 
consumer's computer and the one or more web sites, wherein the IP address is automatically 
lo gged in correspondence with the information that defines consumer activity; and 

associating the unique identifier with the IP address such that the information that 
defines consumer activity can be extracted based on the association between the IP address 
and the unique identifier. [Claim 23, wherein the electronic mail address is acquired at the 
point of sale location.] 

25. (Amended) Computer executable process [steps] according to Claim 22, wherein 
the act of associating the unique identifier with information that define consumer activity 



identifying connection specific information related to the established connection 
between the consumer's computer and the one or more web sites, wherein the connection 
specific information is automatically logged in correspondence with the information that 
defines consumer activity; and 

associating the unique identifier with the connection specific information such that 

data that defines consumer activity can be extracted based on the association between the IP 
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defines consumer activity within said one or more web sites; 



comprises: 



comprises: 




address and the unique identifier. [Claim 23, wherein the consumer electronic mail address 
is acquired electronically.] 



26. (Amended) Computer executable process steps according to Claim 22, 
wherein the unique identifier [for the] identifies a consumer's electronic mail address [is an 
alphanumeric tag]. 

27. (Amended) Computer executable process steps according to Claim 22, 
wherein the [plurality of accessed Internet] one or more web sites include a plurality of links 
to other web pages that can be located at a plurality of web servers. 



28 - 30 (Unchanged). 



31. (Amended) Computer executable process steps according to Claim to 22, 
wherein information about the consumer's movement within the [plurality of accessed 
embedded Internet] one or more web sites is stored in a log file. 

32. (Amended) Computer executable process steps according to Claim according 
to 31, wherein the log file includes the addresses of the [plurality of] one or more web sites 
[accessed by the consumer]. 



33. (Amended) Computer executable process steps according to Claim 31, 
wherein the log file includes information regarding [the] number of times the consumer 
accesses a particular web site. 
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35. (Unchanged). 



36. (Amended) Computer executable process steps according to Claim 31, further 
comprising [the process steps of]: 

developing a consumer master database based upon the log file; 

querying the master database; and 

determining consumer preferences. 



37-42 (Unchanged). 



43. (Amended) The [A] method of Claim 1, wherein the unique identifier is a 
consumer's credit card information , [for sending promotional material based upon 
consumer taste and preferences, comprising the steps of: 

acquiring consumer credit card information; 

tracking consumer movement within a plurality of web sites located at a plurality of 
web servers, and 

sending promotional material to the consumer based upon the tracked consumer 
movement within the web site.] 



44. (Amended) The computer executable process of Claim 22, wherein the 
unique identifier is a consumer's credit card information, [method of Claim 43, wherein the 
credit card information is acquired when a consumer purchases an item from a seller's web 
site.] 
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45. (Amended) [The] A method [according to Claim 43, wherein the credit card 
information includes consumer name.] for electronically profiling consumer interests, the 
method comprising: 

receiving a consumer request to access one or more web sites implemented on at least 
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a first computer, wherein the consumer request includes a web site address, sent to a 
consumer in an electronic mail message, with a unique identifier embedded in the web site 
address for uniquely identifying the consumer; 

parsing the web site address to find the unique identifier; and 

lo gging the unique identifier in one or more log files in association with information 
that defines consumer activity within said one or more web sites. 



46. (Amended) The method of Claim [43, wherein the credit card information 
includes consumer mailing address.] 45, further comprising: 

extracting the information that defines consumer activity based on its association 
with the unique identifier to track consumer movement. 

47. (Amended) The method of Claim [43, wherein the credit card information 
includes consumer email address.] 45, wherein the consumer request is received through a 
connection established between the consumer's computer and the one or more web sites, the 
method further comprising: 

identifying connection or environment specific information related to the established 
connection between the consumer's computer and the one or more web sites, wherein the 
connection specific information is automatically logged in correspondence with the 
information that defines consumer activity; and 

associating the unique identifier with the connection or environment specific 
information such that information that defines consumer activity can be extracted based on 
the association between the connection or environment specific information and the unique 
identifier. 
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48. (Amended) The method of Claim [43, wherein the consumer movement is 
tracked by an IP address corresponding to the consumer's credit card information and stored 
in a log file.] 47, wherein the connection or environment specific information relates to IP 
address of the consumer's computer. 
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49. (Amended) The method of Claim [48, wherein the log file includes 
information regarding the purchase the consumer makes while visiting the accessed web 
site.] 47, wherein the unique identifier relates to credit card information of the consumer. 

50. (Amended) The method of Claim [48, wherein the log file includes the 
duration of the consumer's visit to a particular web site.] 47, wherein the unique identifier 
relates to electronic mail address of the consumer. 

51. (Amended) The method of Claim [48, further comprising the steps of: 
developing a master database based upon the log file; 

querying the master database; and 

determining consumer preferences.] 47, wherein the connection or environment 
specific information relates to an operating system executing on the consumer's computer. 

52. (Amended) [The method according to Claim 48, wherein the master database 
includes a plurality of segments including an email look up segment that includes a listing of 
a plurality of consumer electronic mail addresses with corresponding unique identifiers.] A 
unique identifier embedded in a URL provided to a consumer in an email message, such that 
when the consumer selects the URL a connection is established between a consumer 
computer having a first IP address and a web server, wherein the web server receives the 
URL via said established connection and parses the URL for the unique identifier, and 
wherein the IP address is recorded in a log file in association with the unique identifier. 

53. (Amended) [The method according to Claim 48, wherein the master database 
includes a consumer information segment that contains consumer related information.] The 
unique identifier of Claim 52, wherein consumer's activity within one or more web sites 
accessible via the web server is tracked based on the association between the IP address and 
the unique identifier. 
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54. (Amended) [The method according to Claim 48, wherein the master database 
includes a promotional material segment that includes information regarding promotional 
materials.] A method of tracking consumer movement within one or more web sites 
comprising: 

associating a unique identifier with an IP address for a consumer 7 s computer in 
communication with a web server, wherein the unique identifier uniquely identifies a 
consumer and wherein the communication between the consumer 7 s computer and the web 
server is established by the consumer selecting a URL sent to the consumer in an email, and 
wherein the URL includes the unique identifier. 

55. (Amended) [The method according to Claim 48, wherein the master database 
includes a purchasing segment that includes information regarding purchases made by the 
consumers.] The method of Claim 54, further comprising: 

searching one or more log files generated by the web server for the unique identifier 
to determine consumer movement within one or more web sites accessible via the URL. 

56. (Amended) [The method according to Claim 48, wherein the master database 
includes a URL segment that includes a plurality of URLs, keywords associated with URLs 
and key codes associated with keywords.] The method of Claim 55, wherein the one or more 
lo g files include information that defines consumer activity for one or more consumers, and 
wherein information that defines consumer activity for a particular consumer can be 
identified by the unique identifier for the particular consumer in association with the IP 
address. 
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57-74 (Canceled) 
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